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DETAILED ACTION 

The Group and/or Art Unit location of your application in 
the PTO has changed. To aid in correlating any papers for this 
application, all further correspondence regarding this 
application should be directed to Group Art Unit 2621. 

Response to Arguments 

1. Applicant's arguments filed 3/9/06 have been fully 
considered but they are not persuasive. 

{A} In re page 10, applicants states, "Aotake, Morimoto and 
Tonomura, taken individually or in combination, do not teach or 
suggest marking one or more user or private data fields of one 
or more scene -change frames of the video to indicate a scene 
change, in a manner transparent for encoded content within the 
frame and in order to provide an index of access points for 
displaying specific scenes or segments." And 

"Morimoto assets that there will be almost no degradation 
in picture quality,", which is an admission that its method is 
not transparent." 

First of all, the independent claims are rejected over 
Aotake in view of Morimoto, which determine patentability of any 
application. 

In response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes 
that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or 
in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992) . 

In this case, it has been deemed obvious to embed marks in 
frames and to be transparent in the frames the added addition 
data, which meet the limitation of, "USER OR PRIVATE", data 
fields (locations) , in frames (video) and further to be 
transparent to viewers . 

The definition of transparent, see Webster's Ninth, 
• transparent, "having a property of transmitting 

light without appreciable scattering so that 
bodies lying beyond are entirely visible", not 
perfect but, being able to see though. 



Application/Control Number: 09/709,095 
Art Unit: 2621 



Page 3 



"Fine or sheer enough to be seem through", is 
also not perfect, 

transparency, "a picture or design on a glass, 
thin cloth, paper or film designed to be viewed 
by light shining through it or by projection", is 
also not perfect. 



As taught by the Embedding Rule the desire is to not cause 
or "almost no degradation in picture quality", therefore, not 
perfect, but, slightly corrupted or minimal degradation, col. 1, 
Morimoto et al . , which is substantially the same, and clearly 
meets the limitation of transparent, as claimed. 
{B} In re page 10, applicant argues the references individually. 

In response to applicants arguments against the references 
individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986) . 

{B} In re page 10, applicant further states, "Morimoto do not 
teach or suggest marking user or private fields," 

In response if I decide to use a location, can I not call 
the area a user designated location with associate technique, 
decided by me the user, in addition the limitation is in the 
alternative, therefore when a user decides to embed and does not 
inform anyone, can it not be considered private or only known to 
the user or some users, a field, is not recited as a VIDEO 
field, therefore any location reads on a field, even a ball 
field or any area of a video frame in this case, therefore any 
video area of any frame. 

{C} In re page 10, applicant states, "Morimoto embedding ... makes 
it difficult to remove embedded information from a motion 
image . " 

In response, yes, but as understood firstly not impossible 
and the examiner believes this is referring to removal not 
detection, as suggested. 

{D} In re page 10, applicant states, "Morimoto does not mark 
scene change frames to indicate scene change, Morimoto . . avoids 
embedding addition information, because of the degradation in 
picture quality. " 

In response to be more precise, the embedding decision is 
based on a threshold and states, "there will be the possibility 
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that picture quality will be degraded", but, transparent is not 
perfect and reads on a level of degradation. 

How does the invention perform marking in frames, but, 
somehow does not perform substantially the same degradation or 
transparent marking in the frames of video, when transparent is 
not perfectly see though, but slightly noticeable, as 
claimed?????????????????? 

Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms 
the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is 
not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 
This application currently names joint inventors. In 
considering patentability of the claims under 35 
U.S.C. 103(a), the examiner presumes that the subject 
matter of the various claims was commonly owned at the time 
any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the 
obligation under 3 7 CFR 1.56 to point out the inventor and 
invention dates of each claim that was not commonly owned 
at the time a later invention was made in order for the 
examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 
U.S.C. 103 (a) . 

2. Claim 1-14 and 16-29 and 31-44 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Aotake (US 6,411,771) 
in view of Morimoto et al . (US 6,005,643) . 

Regarding claims 1, 2-3, 6-7, Aotake discloses and meets 
the limitations associated with a computer for processing a 
video stream received, the apparatus and associated method 
comprising the steps of: 

• receiving a video stream, wherein the video stream 
comprises multiple frames (Fig. 6 a, col. 20); 
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• analyzing the video stream to ID scene changes between 
frames and an encoder (col. 20 , "evaluation of a picture 
subjected to encoding by referencing the frame memory unit 
110", "amount of information" or "amount of code as a 
result of encoding") ; 

• marking with respect to the field or frames of the video 
stream (col. 4) and wherein the encoder is a compression 
encoder which compresses a stream into a file on the 
computer, claim 10. 

Regarding claims 1, 3, 7, Aotake, creates an index for the 
purpose of extracting and displaying or to provide an index of 
access points for displaying specific scenes or segments Figs. 

15, 21 etc , 

to identify scenes change point within a video stream, 

• but, fails to disclose marking fields of frames of a video 
and therefore, fails to clearly disclose updating at least 
a data bit in a field of a video frame, to indicate a scene 
change . 

Morimoto, teaches at col. 1, at "the background of the 
invention", a method of hiding additional information into a 
user data field, therefore updating at least one bit, of a 
video frame field, has generally been employed thereby 
embedding into a use data field being hidden therefore, 
alternatively since hidden, reads on a secret or private place 
or field of an MPEG compressed video stream of frames, the 
information (message data) may be any information and gives 
many different examples, wherein this added information can be 
extracted by processing it with a special program, wherein the 

original data of the image is slightly changed there will 

be almost no disturbance in the image and humans will not 
sense the disturbance, wherein Morimoto the examiner suggests 
may improve the embedding process by rules, to further improve 
the embedding to be further without substantial degradation, 
col. 1, line 55 to col. 5, as taught by Morimoto. 

Therefore, it would have been obvious to one skilled in the 
art at the time of the invention to modify Aotake by 
incorporating marking fields, being user and/or private type 
fields of a frame thereby updating the stream with at least one 
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marker bit, as taught by Morimoto, without degradation or to be 
in a manner transparent, when rendering a displaying a marked 
frame (displayed) to a viewing user, wherein marking field of 
the frames being user/private, fields of a frame of video versa 
a separate index, deemed to be an obvious alternative to a 
separate index file with respect to the video, to mark in 
user/private field of a video frame to indicate scene changed, 
to later thereby, detect and render, for the purpose of 
identification of scene change point in an editing system for 
intended editing purposes, as taught by Aotake in view of the 
teachings of Morimoto. 

Claims 4-5, 8, have been analyzed and discussed with 
respect to the claims above. 

Regarding claim 9, Aotake discloses indicating the amount a 
scene has changed in relation to the corresponding scene change 
point indexed, as taught by Aotake. 

It would have been obvious since Aotake generates the 
additional data for scene changes, wherein Morimoto teaches 
embedding various additional information being different 
messages, as suggested by Morimoto, therefore, it would have 
been obvious to those skilled in the art at the time of the 
invention to utilize and embed additional data bits, as 
suggested by the combination of Morimoto and Aotake, to embed 
the generated data of Aotake in a field, as taught Morimoto 
representing additional bits generated by Aotake and/or to embed 
at least some additional data in to the field or more than one 
bit data, as is obvious to those skilled in the art with these 
references in front of themselves . 

Regarding claims 11-12, Aotake disclose and meets the 
limitation of wherein a frame of the video file representing a 
scene change comprises a full frame, Figs. 21 & 24 rendered of 
or displayed full frames and a DELTA being a frame with large 
changes, represented by a high threshold, see Aotake (Fig. 19) . 

Claim 13 is analyzed and discussed with respect to claim 9, 
further rendering obvious to scan the fields having amount of 
scene change attribute added thereto and to provide an 
extraction tool to select frame exceeding an amount of scene 
change (Aotake, cols. 45-4 6 and Fig. 19, "exceeding a 
predetermined threshold value be displayed on the source window 
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362. The threshold value is entered by the user"), as is deemed 
obvious to those skilled in the art. 

Regarding claim 14, disclose at col. 10, that either the 
encoder and decoders can b either software or hardware, but, the 
combination fails particularly mention wherein the extraction 
tool access the scene change data in the fields in real time. 

Aotake discloses that hardware can be used (col. 10), 
wherein the examiner takes official notice that, hardware is 
obviously capable of processing at higher levels, than software, 
such as real time video processing, therefore, it would have 
been obvious to those skilled in the art, to playback at in real 
time or the normal playback speed with respect to the video 
standard and detect additional field data in real time, as is 
obvious to those skilled in the art. 

Claims 16-29 and 31-44 have been analyzed and discussed 
with respect to the claims above, but, claims 31-44 represent an 
article of manufacture, deemed met by the combination with 
Aotake col. 49, having a program to let a computer process, 
therefore an article of manufacture or a computer program to 
facilitate the method with a computer being the hardware. 

3. Claims 15, 30 and 45 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Aotake (US 6,411,771) and Morimoto et 
al. (US 6,005,643) and further in view of Tonomura et al . (US 
6,571,054) . 

Regarding claims 15, 30 and 45, the combination as applied 
fails to disclose generating a storybook with the extracted 
frames . 

Tonomura teaches at col. 3, "automatically creates a book like 
electronic book by a procedure of analyzing a video sequence to 
detect various events such as a scene change" and col. 10, lines 
58-, "Items that can be placed in page are every kind of data 
that can be managed by a computer, such as text, images, 
representing images linked to a video and sound data. All the 
items that are carried on the electronic image book are items 
numbers for identification ... ", as taught by Tonomura. 

Therefore, it would have been obvious to one skilled in the 
art at the time of the invention to modify the combination by 
utilizing the scene change frames and creating automatically 
creating an electronic image book, wherein the book can have 
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text, therefore, a story book with extracted scene change 
images, as taught by Tonomura. 



Any response to this action should be faxed to: 

(571) 273-8300, for communication as intended for entry, 
this Central Fax Number as of 7/15/05 



Any inquiry concerning this communication or earlier 
communications should be directed to the examiner of 
record, Monday -Tuesday & Thursday- Friday, 8:00 AM to 5:00 
PM Vincent F. Boccio (571) 272-7373. 

Primary Examiner, Boccio, Vincent 
10/1/06 
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